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DETAILED ACTION 



This action is responsive to Applicant's amendment and argumerits of 2/16/2006, which have 
been placed in the electronic file of record. 



In light of applicant's amendments, claim objects and rejections under 35 USC 1 12 are hereby 
withdrawn. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel All F,2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



Claims 39, 40, 50 and 5 1 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,581,839. Although the 
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conflicting claims are not identical, they are not patentably distinct from each other because in 
both instances, there is a transparent "machine recognizable compound containing an infrared 
blocking material associated with and substantially covering" the card surface which is a 
distinguishing feature over other similar cards. 

Claims 57 and 58 are rejected on the ground of nonstatutory obviousness-type double . 
patenting as being unpatentable over claim 1 of U.S. Patent No. 6,581,839. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
magnetic stripes on cards have long been employed to carry data, long before more modem 
features such as chips. 

Claim Rejections -35 use §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ^ 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States.and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 2, 4, 9-11, 13, 14, 30, 33-36, 43, 47-49, 54-56, 59, 60 and 62 are rejected under 
35 U.S.C. 102(e) as being anticipated by Tuttle et al. (US 5,988,510). Tuttle et al. teaches all of 
the elements and means of the above claims. For example, Tuttle et al. teaches the following: 

Re claims 1, 62: 
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See column 7, lines 3-5: There is radio frequency communication with an interrogator. 
This occurs through a transponder (column 9, line 11). There is a transparent card layer, namely 
a transparent polyester film (column 7, lines 29-3 1). Layers of ink are added (column 7, lines 
45-65) which "effect a complete opacity" (column 7, line 49). A conductive ink such as silver 
ink (colimm 7, lines 60+) is spread over the surface. If this is the case, then this would be 
machine recognizable because it would be opaque in the infrared (as well as visible) range. 

This infrared blocking layer is associated with the transparent polyester layer in the sense 
that it is built on top of it. The language "associated with said card layer" can mean anything 
from abutting, to adjacent to, to formed upon, said card layer. 

Re claim 2: Tuttle refers throughout, including at column 3, line 17, to his card as a 
smart card. 

Re claim 4: Tuttle teaches (entire document) a card with and RFID transponder system 
(column 9, lines 5-15): "The memory 164 receives power when the integrated circuit 154 
receives power. In one embodiment, the integrated circuit 154 fiirther includes transponder 
circuitry for radio frequency communications with an interrogator unit 104. " Tuttle also 
shows that such smart cards can be used to gain access, an application which necessarily 
(column 1, lines 50-60): "Smart cards can also be used as keys to gain access to restricted areas, 
such as secure areas of buildings, or to access parking lots." Regarding the limitations of 
receiving an interrogation signal, authenticating the signal and transmitting accoxmt data, this is . 
all standard. This simply means that communication with the transponder card is made and then 
an ID is transmitted from the card. Any card that is used to gain access must transmit an ID. 
The process of gaining access is authentication, and an circuit that is involved in this process 
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would therefore be an authentication circuit. A database system with which to communicate is 
also inherent because in order to decide whether to grant access, the system must check if a 
person seeking to gain access is a valid user. 

Re claim 9-11,13,14: In Tuttle, it is the layers of ink which confer blocking, both in the 
visible and infrared (see discussion re claim 1, above). These layers thus can be said to be both 
visible and infrared inks. 

Again, note that the independent claim does not require that the same substance is both an 
infrared block and transparent at the same time. 

Re claim 30: Batteries are discussed throughout in Tuttle; see abstract, for example. 

Re claim 33: See discussion re claim 1 above. In addition there is (fig. 5, ref 22) a 
magnetic stripe on the card. 

Re claim 34: Tuttle refers throughout, including at column 3, line 17, to his card as a 
smart card. 

Re claim 35: Tuttle uses opaque inks. 

Re claim 36: See discussion re claim 1 above. In addition there is (fig. 5, ref 22) a 
magnetic stripe on the card. Further, there is (column 5, lines 55+) a hologram on the card in at 
least one embodiment. 

Re claim 43: There is in Tuttle an antenna capable of sending and receiving a signal 
(colunm 8, line 6). 

Re claims 47-49, 59, 60: It has already been discussed that the machine recognizable 
compound blocks the transmission of infrared light. 
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Re claims 54-56: There is (fig. 5, ref. 22) a magnetic stripe on the card of Tuttle et al. 
Further, there is (column 5, lines 55+) a hologram on the card in at least one embodiment. 

Claim Rejections '35 use §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically discbsed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are. 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order-for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 7, 8, 12, 23, 44 and 46 are rejected xmder 35 U.S.C. 103(a) as being unpatentable 
over Tuttle et al. 

Re claim 7, the presence and use of a second transponder system would have been an 
obvious repetition of parts in case a first interrogation system failed. 

Re claim 8, additional transparent layers like the one Tuttle et al. has would have been 
obvious to add additional strength as well as durability. 
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Re claim 12: The range given for concentration of ink is very large and normal 
experimentation would likely arrive at a concentration somewhere in this very large range. 

Re claim 23: As for having multiple transponders, this can be considered repetition of 
parts, with the clear advantage of redundancy in case one system breaks. One would have been 
motivated to have such a system so that two communication chaimels can be open 
simultaneously, increasing bandwidth, in the same way that a computer network has more 
bandwidth with more pathways. 

Re claims 44 and 46: See figure 2 of Tuttle: transponder is in between card layers. 

Claim 3 is rejected imder 35 U.S.C. 103(a) as being impatentable over Tuttle as applied to 
claim 1 above, in further view of Koshizuka et al (US 5,407,893). 

Tuttle lacks a teaching that the 2"^ layer is extrusion-coated to the first. 

Koshizuka teaches (column 10, lines 15-16 and 19-20) extrusion coating to bond layers 
together. 

In view of Koshizuka's teaching, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to include the old and well-known extrusion coating as 
taught by Koshizuka into the teachings of Kilmer because this helps achieve high stiffness and 
excellent durability (Koshizuka , column 1, lines 5-10). 

Claims 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tuttle as applied 
to claim 1 above, in view of Blumel et al. (US 4,672,021). 

Tuttle fails to specifically point out the presence of one of a binder, UV absorber. 
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reflector, antioxidant, optical brightener, color shifter, chemical to improve processing, or a 
chemical to adjust rheological properties. 

Blumel shows (see title; abstract, lines 8-11) a layer compound applied to a substrate 
having dye and a binder. 

In view of Blumel's teachings, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to include the old and well-known binder in a dye compound 
which is applied to a surface as taught by Blumel because, a binder helps facilitate sticking to the 
surface on which a compound is placed, and it is desirable to have a infrared-blocker stick 
permanently to the surface of the card of Tuttle. 

Claims 19, 37, 38, 41, 42, 52, 53 and 61 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Tuttle in view of Riedl (US 5,928,788). 

Re claim 19: Tuttle fails to teach the use of PET plastic in the card. 

PET plastic is a known material in the art to achieve durability: Riedl uses PET 
compounds (column 2, line 52). 

In view of Reidl's teaching, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to include the old and well-known PET in the card of Tuttle 
et al. because, as Riedl notes (column 1, lines 45-50) they improve the temperature resistance 
and physical durability of the card as well as enhance recyclability. 

Re claims 37, 41 and 42: Tuttle already shows sandwiching between two layers to form 
the card. As far as concerns IR film, this can simply be a plastic that is all-around opaque, since 
nothing anywhere in the claim language indicates that any layer must be transparent. 
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Re claim 38: Adhering card layers with adhesive or laminate is a technique which is 
employed in the vast majority of all plastic cards. 

Re claim 52 and 53: It has already been discussed that the machine recognizable 
compound blocks the transmission of infrared light. 

Re claim 61 : In Tuttle's case, the * infrared film' is simply a silver ink that covers 
everything. It is coextensive with the primary card layers. 

Claim 3 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tuttle in view of 
Stocketal. (US 6011858). 

Tuttle lacks biometric security. 

Stock's entire patent is concerned with biometric security for a smart card. 

In view of Stock's teaching, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to include the old and well-known biometric security of stock 
in the smart card of Tuttle because this can reduce or eliminate fraudulent use of the card. As for 
connection with a power supply, this is a necessity. 

r 

Re claim 32: In one scenario or Stock (column 8, lines 5-15) data is exchanged between 
a card and a reader system; this is a merchant system. 
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Allowable Subject Matter 

Claims 24-29 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

The prior art of record fails to teach or fairly suggest a transparent card having two transponders, 
wherein there is a transponder system protocol/sequence controller configured to control the 
order of operation of the first transponder, second transponder, transponder system 
authentication circuit and transponder system database, the protocol sequence controller being in 
communication with at least one of said first transponder, second transponder, authentication 
circuit and transponder system database. 

Response to Arguments 

Applicant's arguments filed 2/16/2006 have been fully considered but they are not 
persuasive. 

The most notable issue that the Examiner observes is that the claim language as it now 
reads is, for at least independent claims 1, 33, 36, 41 and 42, fairly broad because in each of this 
claims, there is only a requirement than a "portion" or a "layer" of the card be transparent. 

This limitation is easily met, since for many cards, a transparent outer laminate or other 
transparent protective plastic is often present. 
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In claims 1, 33, 36, 41 and 42, there is not a specific requirement that the whole card 
must be transparent in the visible and blocking in the infrared, or that the very substance which 
blocks the entire card surface in the infrared is also transmitting in the visible range of the 
spectrum. 

As written, the claim limitations could be met art that is relatively common. One could 
for example have an RFID card with a dense inner portion layer (which blocks both infrared and 
visible) and a transparent plastic protective layer (which may be transparent both in the infrared 
and visible ranges). Then the inner layer is machine recognizable, and an outer protective 
laminate meets the 'transparent' requirement. 

Conclusion 

Any inquiry conceming this conmiunication or earlier conmiunications from the 
examiner should be directed to Daniel A. Hess whose telephone number is (571) 272-2392. The 
examiner can normally be reached on 8:00 AM - 5:00 PM M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Daniel A Hess 
Examiner 
Art Unit 2876 
5/29/06 




